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DETAILED ACTION 



1 . The reply filed April 7, 2004, has been received and entered. Claims 1-28 are pending. 



Response to Arguments 



2. Applicant's arguments filed April 7, 2004, have been fully considered but they are not 
persuasive. 



a. In response to Applicant's arguments on pp. 2-3, under the heading "Rejection of Claims 

1-6 Under 35 U.S. C. §1 12, First Paragraph", the Examiner acknowledges Applicant's point that 

the original claims are part of the original disclosure and may be relied upon for support (see 

Applicant's arguments in the last 7 lines of p. 2, continuing through the end of the corresponding 

paragraph on p. 3). However, the Examiner maintains that even when considering the disclosure 

of the original claims, there is not a sufficient disclosure to enable one of ordinary skill in the art 

to practice the claimed invention without undue experimentation. 

The following remarks were recited in the Advisory Action mailed August 7, 2003: 

In regard to the rejection of claims 1-6 under 35 U.S.C. 1 12, first paragraph, 
Applicant cites portions of the instant specification that suggest purported mertis 
of Applicant's two- verb process algebra. Nowhere in the instant specification is 
it disclosed how the two verbs are actually used in arriving at the workflow 
processing system described Fig. Id, the only apparent piece of evidence of how 
the two-verb process algebra is used or defined, merely states a set of relational 
rules and does not suggest, for example, representing parallelsimby separating 
communicating and independent transactions. In the absense of further evidence, 
the Examiner concludes that one of ordinary skill in the art would not be able to 
realize the purported use of the two-verb process algebra based on Applicant's 
disclosure and arguments. 
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The disclosure in the original claims is not self-enabling. Further, in the above-cited portion of a 
previous rejection, "Nowehere in the instant specification" is intended to refer to the all portions 
of the original disclosure, including the origninally filed claims. 

The Examiner further acknowledges that Applicant's burden is to present persuasive 
arguments and the evidence provided by Applicant need not be conclusive but merely 
convincing to one skilled in the art (see Applicant's arguments in the second paragraph of p. 3). 
However, said arguments must be supported by suitable proofs where necessary, that one 
skilled in the art would be able to make and use the claimed invention using the application 
as a guide. In re Brandstadter, 484 R2d 1395, 1406-07, 179 USPQ 286, 294 (CCPA 
1973). 

To overcome a prima facie case of lack of enablement, applicant must demonstrate by 
argument and/or evidence that the disclosure, as filed, would have enabled the claimed invention 
for one skilled in the art at the time of filing (see MPEP §2164.05). Applicant's mere assertion 
that one skilled in the art could practice the claimed invention without needing any additional 
disclosure is not persuasive, and Applicant's arguments further fail to establish the degree of 
experimentation. needed to practice the claimed invention based on the disclosure. 

For these reasons restated above, the rejection of claims 1-6 under 35 U.S. C. §112, first 
paragraph, is maintained and reproduced below. 

b. In response to Applicant's arguments on pp. 3-4 under the heading "Rejection of Claims 
1-6 and 23 Under 35 U.S. C. §101", the following remarks were recited in the Advisory Action 
mailed August 7, 2003: 
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In regard to the rejection of claims 1-6 and 23 under 35 U.S.C. §101, it is 
reiterated that these rejections are based on claims to a non-statutory invention. 
Regardless of Applicant's assertion that the invention as a whole can be applied 
to a variety of fields, merely performing the method steps set forth in the rejected 
claims still produces no concrete and tangible result. The claimed steps are 
directed toward the manipulation of a data representation of a business process. 
At the end of performing the recited steps, the business process would not have 
been necessarily carried out or itself changed in any concrete tangible way. 

For these reasons restated above, the rejection of claims 1-6 and 23 under 35 U.S.C, 

§101, is maintained and reproduced below. 



c. In response to Applicant's arguments on pp. 5-7 under the heading "Rejection of Claims 
7-14, 22-25, and 28 Under 35 U.S.C. § 102(b)", the following remarks were recited in the 
Advisory Action mailed August 7, 2003: 

In response to Applicant's arguments on page 6, in paragraph 2 [of Paper No. 11], 
the Examiner asserts that the copy flow of Template splits a work item into two 
separate flows by sending two identical copies of a work item to separate 
destination tasks. The destination tasks of Template can be completely different 
tasks. This allows, as stated in the previous office action, operations using the 
same flow to be represented as independent and different tasks. 



Further, as pointed out in the Final Rejection mailed June 13, 2003, 

Template comprises a distinguishing model component (copy flow junction box; 
see "Creating copy flows" on page 3-20) for distinguishing between concurrent 
autonomous (using separate flows) business operations and concurrent 
interdependent (using a single flow) business operations (the copy flow allows 
operations using the same flow to be represented independently; see Fig. 3-3 on 
page 3-12 in which the copy flow junction box supplies the same 
"REQUISITION" flow to both the "Approve Requisition" and "Check 
Inventory" tasks). The Examiner reasserts that the copy flow distinguishes the 
tasks associated with the copies of the flow and not the flows themselves 
[emphasis in original]. 
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Thus, it is irrelevant whether the flows leaving a copy flow junction box are identical 
because it is the tasks themselves that are distinguished by being represented separately within 
the workflow model. 

In response to Applicants argument that the references fail to show certain features of 

applicant's invention, it is noted that the features upon which applicant relies (i.e., utilizing a 

two- verb PI calculus algebra) are not recited in the rejected claim(s). Although the claims are 

interpreted in light of the specification, limitations from the specification are not read into the 

claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). As was stated 

in the Non- final Rejection mailed November 3, 2003, 

...the Examiner asserts that Applicant's claims recite the use of "a process 
algebra", per se. None of the claims recite the specific use of a two-verb 
derivation of PI calculus (e.g., combinators) to separate autonomous and 
interdependent transactions. Therefore, Applicant's argument is unpersuasive as 
it relates to features that are not recited in the claims. 

In response to Applicant's arguments in paragraph 2 of page 7, these arguments fail to 

comply with 37 CFR 1 . 1 1 1(b) because they amount to a general allegation that the claims define 

a patentable invention without specifically pointing out how the language of the claims 

patentably distinguishes them from the references. Applicant merely alleges that Template does 

not disclose certain features while repeatedly ignoring the interpretation of Template applied by 

the Examiner in the previous Office actions. For example, as was stated in the Non-final 

Rejection mailed November 3, 2003, 

... as pointed out in the Final Rejection mailed June 13, 2003, Template 
comprises a component (compound flow junction box) for defining concurrent 
synchronizing constraints as occurring upon the completion of the autonomous 
operations (forming a concatenation of the two or more input work items, as a 
result of an And junction condition; see "Creating compound flows" on page 3- 
19) and at least one boundary establishing component (flows) for defining 
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transaction (work item) boundaries (a flow defines a possible route between tasks 
through which a work item can travel; see Table 3-1 on page 3-3). 

d. Applicant's remaining arguments on pp. 7-9 rely upon previously presented arguments, 
which have been addressed as set forth above. 

3. In view of Applicant's unpersuasive arguments, the previous grounds of rejection under 
35 U.S.C. §§ 101, 102(b), 103(a), 112 are maintained and reproduced below. 

Claim Rejections - 35 USC § 112 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 

Claimed method steps of using a first and second verb of a process algebra to represent 
and differentiate independent and interdependent operations (claim 1, lines 3-7) apparently refer 
to page 14, third paragraph, of the specification. This portion of the specification describes the 
process algebra of the present invention as a variation of a prior art "conventional" PI calculus, 
which, as specified, is based on a single verb. The modification is described as "[allowing] for 
explicitly representing parallelism within the business workflow process by separating 



Application/Control Number: 09/560,373 Page 7 

Art Unit: 2122 

communicating concurrent transactions from independent concurrent transactions and mitigating 
deadlock associated with conventional systems". However, the specification lacks disclosure of 
how the "verbs" are related to the indicated figure (Fig. Id) and a mode for carrying out the 
modification of the prior art process algebra. The specification further does not explicitly state 
the particular roles of each individual variable in representing parallelism or mitigating deadlock 
within a system. As related to the claimed limitations, the specification does not clearly relate 
the concept of process algebra to that of business workflow and does not adequately describe 
how the verbs are used to differentiate an independent operation from a set of interdependent 
operations. Because the specification does not adequately describe the claimed subject matter, it 
would not enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 



Claim Rejections - 35 USC § 101 



6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 1-6 and 23 are rejected under 35 U.S. C 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claims 1-6 and 23, these claims are directed toward the manipulation of abstract 
data, i.e. process algebra verbs and business process operations. A process that consists solely of 
the manipulation of an abstract idea is not concrete or tangible. See In re Warmerdam, 33 F.3d 
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1354, 1360, 31 USPQ2d 1754, 1759 (Fed. Cir. 1994). See also Schrader, 22 F.3d at 295, 30 
USPQ2d at 1459. The claimed invention as a whole must accomplish a practical application. 
That is, it must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 1373, 
47 USPQ2d at 1601-02. The purpose of this requirement is to limit patent protection to 
inventions that possess a certain level of "real world" value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply a starting point for future 
investigation or research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In 
reZiegler, 992, F.2d 1197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 



Claim Rejections - 35 USC § 102 and/or 35 USC§103 



8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

9. Claims 7-14, 22-25, and 28 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Release 8.0 of the Workflow Template 
software product publicly available from Template Software, Inc. in 1998 as evidenced by 
"Using the WFT Development Environment", 1998 (hereinafter Template). 

As per claim 7, Template discloses a user interface component (Workflow Design Editor) 
and a plurality of model components (tasks, flows, work items, roles, junctions, and labels) 
accessible through the user interface component and adapted to allow a user to create a model of 
a business process (workflow design; see "Introduction" on page 3-2, and in particular, the first 
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paragraph of that section), the plurality of model components comprising a distinguishing model 
component (copy flow junction box; see "Creating copy flows" on page 3-20) for distinguishing 
between concurrent autonomous (using separate flows) business operations and concurrent 
interdependent (using a single flow) business operations (the copy flow allows operations using 
the same flow to be represented independently; see Fig. 3-3 on page 3-12 in which the copy flow 
junction box supplies the same "REQUISITION" flow to both the "Approve Requisition" and 
"Check Inventory" tasks). It is unclear from the disclosure of Template whether a process 
algebra is used to implement the model described. However, as admitted by Applicant, "it is 
well known in the art that Pi-calculus can be utilized to model processes" (see page 12, 
paragraph 3 of the amendment mailed April 8, 2003). Therefore, if not already provided, it 
would have been obvious to one having ordinary skill in the computer art at the time the 
invention was made to modify the product described in Template to include the use of a process 
algebra. One would be motivated to do so implement process modeling using well-established 
and widely supported means. 

As per claim 8, Template further discloses a transaction grouping model component 
(compound flow junction box) for grouping business operations into concurrent interdependent 
transactions (forms a work item set associated with the compound flow; see "Creating compound 
flows" on page 3-19). 

As per claim 9, Template further discloses the grouping model component (compound 
flow junction box) providing synchronization of concurrent interdependent transactions based on 
the completion of the concurrent interdependent transactions (forming a concatenation of the two 
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or more input work items, as a result of an Unijunction condition; see "Creating compound 
flows" on page 3-19). 

As per claims 10 and 11, Template further discloses associating actions (tasks) with 
transactions (work items; see Table 3-1 on page 3-3 and second paragraph of "About the Task 
Editor perspective on tasks" on page 6-2). Therefore, the transaction grouping model component 
disclosed by Template also functions as an action grouping model as claimed. 

As per claim 12, Template discloses a user interface component (Workflow Design 
Editor) and a plurality of model components (tasks, flows, work items, roles, junctions, and 
labels) accessible through the user interface component and adapted to allow a user to create a 
model of a business process (workflow design; see "Introduction" on page 3-2, and in particular, 
the first paragraph of that section), the plurality of model components comprising at least one 
boundary establishing component (flows) for defining transaction (work item) boundaries (a 
flow defines a possible route between tasks through which a work item can travel; see Table 3-1 
on page 3-3). It is unclear from the disclosure of Template whether a process algebra is used to 
implement the model described. However, as admitted by Applicant, "it is well known in the art 
that Pi-calculus can be utilized to model processes" (see page 12, paragraph 3 of the amendment 
mailed April 8, 2003). Therefore, if not already inherently included, it would have been obvious 
to one having ordinary skill in the computer art at the time the invention was made to modify the 
product described in Template to include the use of a process algebra. One would be motivated 
to do so implement process modeling using well-established and widely supported means. 

As per claim 13, Template further discloses a component for establishing concurrent 
operations (copy flow; see Table 3-1 on page 3-3 and "Creating copy flows" on page 3-20). 
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As per claim 14, Template further discloses a component for establishing sequential 
operations (plain flow; see Table 3-1 on page 3-3). 

As per claim 22, Template discloses a user interface component (Workflow Design 
Editor) and a plurality of model components (tasks, flows, work items, roles, junctions, and 
labels) accessible through the user interface component and adapted to allow a user to create a 
model of a business process (workflow design; see "Introduction" on page 3-2, and in particular, 
the first paragraph of that section), the plurality of model components comprising a component 
(compound flow junction box) for defining concurrent synchronizing constraints as occurring 
upon the completion of the autonomous operations (forming a concatenation of the two or more 
input work items, as a result of an Unijunction condition; see "Creating compound flows" on 
page 3-19). It is unclear from the disclosure of Template whether a process algebra is used to 
implement the model described. However, as admitted by Applicant, "it is well known in the art 
that Pi-calculus can be utilized to model processes" (see page 12, paragraph 3 of the amendment 
mailed April 8, 2003). Therefore, if not already inherently included, it would have been obvious 
to one having ordinary skill in the computer art at the time the invention was made to modify the 
product described in Template to include the use of a process algebra. One would be motivated 
to do so implement process modeling using well-established and widely supported means. 

As per claims 23, 24, and 28, Template discloses a method of, software for (Workflow 
Tamplate 8.0), and means for: distinguishing between synchronization of autonomous concurrent 
operations (using separate flows) and interdependent concurrent operations (using a single flow; 
the copy flow allows operations using the same flow to be represented independently; see Fig. 3- 
3 on page 3-12 in which the copy flow junction box supplies the same "REQUISITION" flow to 
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both the "Approve Requisition" and "Check Inventory" tasks); expressing synchronization 
constraints on completion of autonomous concurrent operations (forming a concatenation of the 
two or more input work items, as a result of an And junction condition; see "Creating compound 
flows" on page 3-19); and associating transaction operations and groups of business operations 
(creating a workflow design that represents the flow of work throughout your business; see 
"Introduction" on page 2-2). It is unclear from the disclosure of Template whether a process 
algebra is used to implement the model described. However, as admitted by Applicant, "it is 
well known in the art that Pi-calculus can be utilized to model processes" (see page 12, 
paragraph 3 of the amendment mailed April 8, 2003). Therefore, if not already inherently 
included, it would have been obvious to one having ordinary skill in the computer art at the time 
the invention was made to modify the product described in Template to include the use of a 
process algebra. One would be motivated to do so implement process modeling using well- 
established and widely supported means. 

As per claim 25, Template further discloses a graphical user interface (Workflow Design 
Editor; see "Introduction" on page 3-2, and in particular, the first paragraph of that section) 
adapted to allow a user to model a business process using the components. 

Claim Rejections - 35 USC §103 



10. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 
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11. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Template as 
applied to claim 13 above. 

Official notice is taken that it was well known and commonly practiced in the computer 
art at the time the invention was made to incorporate a computer readable medium into a 
computer system in order to allow data transfer between the medium and the system, such as, for 
example, for the execution of a program embodied in a CD-ROM medium on such a computer 
system. Therefore, it would have been obvious to one having ordinary skill in the computer art 
at the time the invention was made to have a computer readable medium residing on a computer 
system as part of a system incorporating the Template product. 

12, Claims 15-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Template as 
applied to claim 12 above, and further in view of U.S. Patent No. 5,940,839 to Chen et al. 

As per claim 15, Template discloses such a system for business process modeling 
including a user interface and a plurality of model components (see disclosure applied above to 
claim 12) but fails to teach a compensation model component adapted to compensate committed 
interdependent concurrent transactions and being invoked upon the occurrence of a failed 
interdependent concurrent transaction. However, Chen teaches, as part of a transaction 
processing method and system, such a compensation model component (transaction management 
system (TMS) mechanisms; see column 5, lines 10-48) adapted to compensate committed 
interdependent concurrent transactions and being invoked upon the occurrence of a failed 
interdependent concurrent transaction (see column 2, line 65 through column 3, line 33). 
Therefore, it would have been obvious to one having ordinary skill in the computer art at the 



Application/Control Number: 09/560,373 Page 14 

Art Unit: 2122 

time the invention was made to modify the Template product to incorporate a compensation 
model component as once taught by Chen. One would be motivated to do so to provide the 
ability to handle transaction failures. 

As per claim 16, Chen further teaches transactions being children in a parent transaction 
(as part of an "ancestor tree"; see column 3, lines 24-27) wherein a compensation routine is 
invoked by the parent transaction (the failed transaction is undone by proceeding from the in- 
process closest recoverable ancestor (ICRA) transaction; see column 3, lines 11-33). Therefore, 
it would have been obvious to one having ordinary skill in the computer art at the time the 
invention was made to further modify the Template product to include invocation of a 
compensation model component by a parent transaction as per the teachings of Chen. One 
would be motivated to do so allow recovery of a failed transaction by reverting back to a parent 
transaction. 

As per claim 17, Chen further teaches calling compensation routines within the 
committed interdependent concurrent transactions (see column 9, lines 4-17). Therefore, it 
would have been obvious to one having ordinary skill in the computer art at the time the 
invention was made to further modify the Template product to include compensation routines 
within committed interdependent transactions as per the teachings of Chen. One would be 
motivated to do so enable elimination of the effect of a transaction. 

As per claims 18-20, Chen further teaches calling compensation routines within a failed 
transaction based on information on committed transactions stored within a database (see column 
8, line 61 through column 9, line 5). Therefore, it would have been obvious to one having 
ordinary skill in the computer art at the time the invention was made to further modify the 
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Template product to include the compensation model component calling compensation routines 
within the failed interdependent concurrent transaction based on information on the committed 
interdependent concurrent transactions stored within a database as per the teachings of Chen. 
One would be motivated to do so allow for compensation of committed transactions beyond the 
failure affected scope. 

13. Claims 26 and 27 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Template as applied to claim 24 above, and further in view of U.S. Patent No. 6,393,456 to 
Ambler et al. 

As per claims 26 and 27, Template discloses such software, including the first, second, 
and third components performing functions in a schedule (see disclosures applied above to claim 
24), but does not explicitly disclose the software comprising a programmable language having an 
XML syntax. However, Ambler teaches that workflow specifications may be written in such a 
programmable language having an XML syntax (see column 8, lines 42-46 and column 12, lines 
49-59). Therefore, it would have been obvious to one having ordinary skill in the computer art at 
the time the invention was made to modify the Template product to include a programmable 
language having an XML syntax as once taught by Ambler. One would be motivated to do so to 
provide a robust tool for specifying workflows. 
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Conclusion 



14, THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

15. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric B. Kiss whose telephone number is (703) 305-7737. The 
Examiner can normally be reached on Tue. - Fri., 7:30 am - 5:00 pm. The Examiner can also be 
reached on alternate Mondays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Tuan Dam, can be reached on (703) 305-4552. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



June 9, 2004 




